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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election with traverse of Group I in the reply filed on 12/10/2008 is 
acknowledged. Applicant argues that there exists a technical relationship between the separately 
grouped claims in that they are chemical compounds and compositions of the chemical 
compounds and methods of using the chemical compounds. Yet, as discussed in the 
Requirement for Restriction mailes on 11/13/2008, Dean (WO 2000/005954) teaches a 
composition comprising salicylic acid and an organic amine (i.e., a PRO compound) as recited 
by instant claim 1 . As such, the technical feature is not a special technical feature, and unity 
between the groups is broken. The requirement is still deemed proper and is therefore made 
FINAL. 

2. Claims 15-21 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 

3. Applicant further elected the composition comprising (A) a copper (II) salt of 
acetylsalicylic acid wherein the acid/copper ratio is equal to 2:1 on 12/10/2008 and (B) titanium 
dioxide as a PRO compound in micronized form on 03/27/2009 wherein no MOD compound is 
present, no active principles are further present, and the compounds are not present in the hydrate 
form. The elected species read upon claims 1-4, 6 and 10-12. Claims 5, 7-8 and 13-14 are 
withdrawn from further consideration pursuant to 37 CFR 1.142(b), as being drawn to a 
nonelected species, there being no allowable generic or linking claim. Applicant timely traversed 
the restriction (election) requirement in the reply filed on 12/10/2008. 
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Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 3-4, 6 and 12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Instant claim 3 (from which claim 4 depends) is drawn to a compound having the formula 
(I). However, there is no formula (I) present. Accordingly, it is unclear what is meant by a 
compound having a formula (I) and one of ordinary skill in the art would not reasonably be able 
to ascertain the scope of the claims. For this reason, claims 3 and 4 are rejected as indefinite. 

7. Regarding instant claims 6 and 12, 1 it is not clear whether the phrases "such as" (in claim 
6) and "preferably" (in claim 12) is a limitation or whether it is merely listing disclosed examples 
and/or embodiments. Description of examples or preferences is properly set forth in the 
specification rather than the claims. Since it is unclear whether this phrase is a limitation, and 
thus part of the claimed invention, this phrase renders the claim indefinite. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 1-4, 6, 10 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cowie (US 5,599,529), Sorenson (US 4,657,928), Miyachi et al (Clin Exp Dermatol 
8:305-310, 1983) and Greene et al (WO 1999/33439). 

11. Instant claim 1 is drawn to a blend comprising two or more compounds wherein 
Applicant has elected (A) the copper salt of acetylsalicylic acid and (B) micronized titanium 
dioxide, which reads on claims 1-4, 6, 10 and 12. More specifically, as recited by instant claim 

11. the particles of the micronized titanium dioxide have a particle size lower than 1 micron. 
Thus, as discussed above, the elected invention reads on instant claims 1-4, 6 and 10-12. 

12. Compositions, such as sunscreens, comprising micronized titanium dioxide having a 
particle size lower than 1 micron are well known in the art and are specifically taught, for 
example, by Cowie (US 5,599,529) (Column 1, Lines 10-12, and Column 1, Lines 35-37). 
However, Cowie does not teach a blend which also comprises copper acetylsalicylic acid as 
recited by the instant claims. 

13. Sorenson (US 4,657,928) discloses that organic copper complexes and especially copper 
(II) acetylsalicylic acid (Column 4, Lines 65-68) exhibits superoxide dismutase activity, acts as a 
superoxide scavenger and is useful as a radioprotectant (Abstract) which can be administered 
topically (Column 3, Lines 59). Although Sorenson does not teach copper (II) acetylsalicylic 
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acid for use in a sunscreen, Miyachi et al teach that sunburn cell formation is prevented by 
scavenging oxygen intermediates such as superoxide using superoxide dismutase (Abstract; Page 
307, Figure 1). Furthermore, it is well known in the art, and specifically taught by Greene et al 
(WO 1999/33439) that sunscreen formulations comprising superoxide dismutase as an 
antioxidant protect the skin from UV radiation (Page 6, Lines 3-18). Thus, although Sorenson 
does not teach copper (II) acetylsalicylic acid for use in a sunscreen, the skilled artisan, in view 
of Sorenson, would have recognized that copper (II) acetylsalicylic acid exhibits superoxide 
dismutase activity, acts as a superoxide scavenger and is useful as a radioprotectant, and would 
have reasonably predicted that copper (II) acetylsalicylic acid would protect the skin against UV 
damage similar to superoxide dismutase as taught by Miyachi et al and Greene et al. 
Accordingly, it would have been prima facie obvious to a person of ordinary skill in the art at the 
time the invention was made to formulate a sunscreen comprising copper (II) acetylsalicylic acid 
in view of Miyachi et al with a reasonable expectation of success. In particular, the skilled 
artisan would have found it prima facie obvious to substitute copper (II) acetylsalicylic acid as 
taught by Sorenson in place of in place of superoxide dismutase in the sunscreen formulation 
taught by Greene et al. The simple substitution of one known antioxidant (i.e., superoxide 
dismutase) with another (i.e., copper (II) acetylsalicylic acid having superoxide dismutase 
activity) according to known methods to provide predictable results is prima facie obvious. 
14. Furthermore, it would have been prima facie obvious to formulate a sunscreen 
comprising micronized titanium dioxide and copper (II) acetylsalicylic acid in view of In re 
Kerhkoven, 626 F.2d 846 (CCPA 1980). As stated in MPEP 2144.06, "It is prima facie obvious 
to combine two compositions each of which is taught by the prior art to be useful for the same 



Application/Control Number: 10/590,281 Page 6 

Art Unit: 1614 

purpose, in order to form a third composition to be used for the very same purpose. . . [T]he idea 
of combining them flows logically from their having been individually taught in the prior art." In 
re Kerkhoven, 626 F.2d 846 (CCPA 1980). Thus, in the instant case, it would have been prima 
facie obvious to combine micronized titanium dioxide and copper (II) acetylsalicylic acid, both 
of which are taught as useful in sunscreen formulations, to form a third composition to be used 
for the very same purpose. 

15. Accordingly, instant claims 1-4, 6 and 10-12 are rejected as prima facie obvious. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CRAIG RICCI whose telephone number is (571) 270-5864. The 
examiner can normally be reached on Monday through Thursday, and every other Friday, 7:30 
am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571) 272-0718. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/590,281 Page 7 

Art Unit: 1614 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 1614 

/Ardin Marschel/ 

Supervisory Patent Examiner, Art Unit 1614 



